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1 PROCEEDINGS 

2 JUDGE O'NEILL: Yeah. 

3 MR. GREEN: My name is Bruce Green. 

4 JUDGE O'NEILL: Okay, Mr. Green, this is Judge O'Neill at the 

5 United States Patent and Trademark Office. 

6 MR. GREEN: Yeah. 

7 JUDGE O'NEILL: To my left, I have Judge Saindon. To my right, I 

8 have Judge Silverberg. 

9 First off, do we need his name spelling? 

10 THE REPORTER: Please? 

1 1 JUDGE O'NEILL: Yeah, name spelling, sir? 

12 MR. GREEN: Yes, first name, Bruce, BRUCE, middle initial M, 

13 and last name Green, as in the color, GREEN. 

14 JUDGE O'NEILL: And a phone number, sir? 

15 MR. GREEN: It's area code 604-669-3432. 

16 JUDGE O'NEILL: Is anyone else with you that would make 

17 arguments or comments? 

18 MR. GREEN: No one else is here, just myself. 

19 JUDGE O'NEILL: Okay. All right, Mr. Green. This is Calendar 

20 Number 20, Appeal Number 2009-014992. Is that correct? 

21 MR. GREEN: That's right. 

22 JUDGE O'NEILL: Okay. We're familiar with the record. We've 

23 reviewed the Examiner's rejection and your response and the Examiner's 

24 response, and we're interested in hearing what you have to say about the 

25 arguments for patentability. You have 20 minutes. Could you please 

26 proceed? 
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1 MR. GREEN: Thank you. Can you hear me all right? 

2 JUDGE O'NEILL: Yes, sir, we can. 

3 MR. GREEN: Good. As you know, the appeal is centered on Claims 

4 1 and 1 1 of the Kempe Patent which are to the two independent method 

5 claims in the application. And they are directed to a method of treatment of 

6 pain in a patient caused by an inflammatory disease, which involves 

7 shielding the affected areas of the patient from the high-frequency 

8 electromagnetic radiation, while not shielding the affected areas from 

9 low- frequency electromagnetic radiation. And as examples of inflammatory 

10 disease, I would point to a couple, for example, gout and rheumatoid 

1 1 arthritis. 

12 Now, all of the claims in the application stand rejected as obvious 

13 over Kempe's U.S. Patent 6 14635 1 . That Patent discloses a method of 

14 reducing delayed onset muscle soreness. And the acronym for that is 

15 DOMS, D O M S, for short. 

1 6 DOMS is a soreness in muscles which results from unaccustomed 

17 exercise. And I don't believe it's in contest that DOMS is not a form of 

18 inflammatory disease. 

19 Now, in response to an earlier office action, in which the previous 

20 Examiner took the position that DOMS is a form of inflammatory disease, 

21 the Appellant filed the evidence of two doctors, Dr. Douglas B. Clement and 

22 Dr. Cecil Hershler. And those are central to the appeal, and I would like to 

23 take you to that evidence, which is at tab 9 of the amended Appeal Brief. 

24 JUDGE O'NEILL: Okay. 

25 MR. GREEN: Page 22, in particular, is the first declaration of 
26 
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1 Dr. Clement. And Dr. Clement is a medical doctor and an expert in sports 

2 medicine. And I want to highlight, in particular, paragraphs 3 and 4 of his 

3 Declaration at page 23 . And if I may, I'm just going to read through those 

4 two paragraphs, because they're quite short. 

5 He states and declares "In my opinion, it is incorrect to characterize 

6 delayed onset muscle soreness, DOMS, as an inflammatory disease. DOMS 

7 is a direct result of injury to muscle from micro trauma, secondary to 

8 overuse. This results in an inflammatory process, not an inflammatory 

9 disease. 

10 "By contrast, an inflammatory disease is created by an autoimmune 

1 1 disorder, or infective agent, not micro trauma. In that sense, DOMS is more 

12 similar to a sprained ankle, for example, than it is to a disease. 

13 "Due to the difference in the nature of DOMS, as compared to a 

14 disease, a physician in my field would not refer to DOMS as an 

15 inflammatory disease, nor would a physician in my field expect that a 

1 6 treatment for DOMS would also successfully treat inflammatory diseases, 

17 such as gout, infective, or rheumatoid arthritis." 

1 8 And if I could take you next to the Declaration of Dr. Hershler, which 

19 is at page 26 of the amended Appeal Brief, Dr. Hershler also is a medical 

20 doctor and specialist in physical medicine and rehabilitation. And at 

21 paragraph 3 of his declaration, page 27, he declares "In my opinion, based 

22 on my medical experience, delayed onset muscle soreness, DOMS, is not an 

23 inflammatory disease. 

24 "Inflammatory diseases are diseases characterized by inflammation, 

25 swelling, redness, heat, whereas DOMS is characterized, simply, by muscle 

26 soreness, tenderness. Further, in my opinion, based on my medical 
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1 experience, it would not be expected that a treatment which reduces delayed 

2 onset muscle soreness, DOMS, would also successfully treat inflammatory 

3 diseases, such as arthritis or tendinitis. DOMS is simply a disorder of pain 

4 in muscle." 

5 JUDGE O'NEILL: Counsel? 

6 JUDGE SILVERBERG: Counsel? 

7 MR. MALONEY: Yes. 

8 JUDGE O'NEILL: We have a question, please. 

9 JUDGE SILVERBERG: While those declarations are referring to the 

10 Declarants' position — 

11 MR. GREEN: Yeah. 

12 JUDGE SILVERBERG: This is Judge Silverberg. I'm looking at 

13 your disclosure, your spec, and, in particular, your original Claim 15, where 

14 you've given us what an inflammatory disease is. And you say, wherein said 

15 inflammatory disease is selected from the group, and amongst all those items 

1 6 are bursitis and various others, tennis elbow, which we would like your 

17 opinion on why those are infectious diseases and not DOMS, from muscle 

18 soreness. And in particular, any of those items, because you've given us, 

19 basically, to look at, a definition of what you consider for the parameters of 

20 this application for patent, of what an inflammatory disease is defined as. 

21 Is there any part, also, in the specification, that includes the language 

22 of Claim 15, such that you have given us a definition to limit what an 

23 inflammatory disease as opposed to inflammatory response, DOMS, or 

24 anything else? 

25 MR. GREEN: Right. Okay. I'm just looking back at the spec. 
26 
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1 JUDGE SILVERBERG: Because while your Declarants may be 

2 giving us their opinion, you might have enlarged the scope of what 

3 inflammatory disease should be interpreted as, for the purpose of this 

4 application? 

5 MR. GREEN: Yes. Right. That list of inflammatory diseases does 

6 come right out of the spec at paragraph 24, that's in Claim 15. What I 

7 would, at least, submit is that the term "inflammatory disease" is one that's 

8 well-known to those in the art. 

9 JUDGE SILVERBERG: Well, we're going by your disclosure now, 

10 and an Applicant can be his own lexicographer, and you have defined to us 

1 1 what inflammatory disease should be interpreted as. So in view of that, why 

12 can we not consider the inflammatory response of the Kempe reference not 

13 to be one of an inflammatory disease, in view of the parameters set forth in 

14 paragraph 24, and repeated in original Claim 15, which is part of the original 

15 disclosure? 

16 MR. GREEN: Right. And I would submit that all of those listed 

17 diseases, even including bursitis, tennis elbow, traumatic arthritis, those fall 

18 within the understanding of the term "inflammatory disease" as described by 

19 Dr. Clement, which is — 

20 JUDGE SILVERBERG: But isn't that carpel tunnel syndrome and 

21 bursitis and tennis elbow an inflammation that is not a disease, as you 

22 originally tried to explain to us, and is just an inflammatory response due to 

23 the movement of the body, so muscle soreness? 

24 MR. GREEN: Well, according to Dr. Clement, and I would submit 

25 that all of the listed diseases fall within that category, and I can only rely on 
26 
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1 his expertise. But if I could just go back to that distinction, an autoimmune 

2 disorder or infective agent, and not micro trauma. 

3 JUDGE SILVERBERG: So bursitis is an autoimmune disease? 

4 MR. GREEN: Or infective, as opposed to — and I must admit retro, 

5 the particular types of bursitis there — 

6 JUDGE SILVERBERG: Well, I'm just talking under B, I'm on line 4 

7 of original Claim 15, from the original spec, and I just see — 

8 MR. GREEN: Under - 

9 JUDGE SILVERBERG: Line 5 on - 

10 MR. GREEN: Yes, right, I see that, bursitis, right. 

11 JUDGE SILVERBERG: Right. I wasn't talking about retrocalcaneal 

12 bursitis, which is down on line 1 6 of the page. And I'm not limiting to any 

13 one of these items, other than looking at your list here. And we would just 

14 like to know, from your point of view, how you find that inflammatory 

15 disease does not, in fact, include inflammatory response and, as you referred 

1 6 to, DOMS, from this list? 

17 MR. GREEN: Right. And everything in that list, I would submit, is 

18 in line with Dr. Clement's definition of inflammatory disease. And in fact, 

19 Claim 1 would limit the types of bursitis, I would submit, that are covered in 

20 Claim 15, to those which satisfy the understood meaning of inflammatory 

21 disease. 

22 JUDGE SILVERBERG: Okay. Thank you. 

23 MR. GREEN: So I would take it that there are some forms of tennis 

24 elbow, for example, which would involve the well-understood definition of 

25 inflammatory disease that are caused by some infective agent. 

26 JUDGE O'NEILL: Yeah. Well, we appreciate your comments. 
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1 MR. GREEN: Okay. 

2 JUDGE O'NEILL: And your — to us how you distinguish the two, 

3 thank you. 

4 MR. GREEN: All right. Just to return to the prosecution, and this 

5 will take me to the Examiner's answer in a moment, but in the final office 

6 action, the then Examiner, Examiner Ali (ph) set out the grounds on which 

7 he concluded obviousness. And I set those grounds out at tab 7 of the 

8 Appeal Brief, page 9. And clearly, what the ground in the final rejection 

9 was not that DOMS, delayed onset muscle soreness, was the same as pain 

10 from inflammatory disease, but rather the rejection was one of inherency. 

1 1 And I won't read through all the extract. 

12 But it's set out at page 9 of the argument, in the second paragraph. 

13 Essentially, the Examiner took the position that if a patient was being treated 

14 for both DOMS and an inflammatory disease, then, inherently, that patient 

15 was having his or her inflammatory disease treated by the claimed method. 

1 6 The Appeal Brief goes into considerable length to argue, as being 

17 incorrect. But as I understand, the current Examiner's answer now, that is no 

18 longer an issue. 

19 That is the current Examiner agrees that the previous Examiner's 

20 inherency rejection was incorrect. And I just want to highlight that portion 

21 of the Examiner's answer, which is at page 7 of the answer, at the top of the 

22 page. 

23 The Examiner states "In response to Appellant's argument involving 

24 an inherency rejection, Examiner acknowledges that the previous Examiner 

25 may have misspoken when using the term 'inherent' in the rejection. A 
26 
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1 person with DOMS does not necessarily have the various claimed 

2 inflammation diseases." 

3 I take that to be a nice way of saying, the previous Examiner was 

4 incorrect. However, the current Examiner goes on to maintain the 

5 obviousness rejection on the basis that although it is not inherent that use of 

6 the Kempe device is for treatment of inflammation diseases, such as those 

7 claimed in the — application, Examiner respectfully maintains that it would 

8 have been obvious to one of ordinary skill in the art, at the time of the 

9 rejection, to have treated any pain resulting from inflammation with 

10 Kempe's article, regardless of how the inflammation was caused, because 

1 1 Kempe teaches that muscle soreness is generally regarded as being caused 

12 by an inflammatory response, and that use of the article is for treating pain 

13 associated with muscle soreness. 

14 Now, I do respond to that in the replies that, when reading carefully 

15 that section from Kempe, in fact, that section of the Kempe prior art says 

1 6 that the cause of DOMS is unknown. One of the theories is inflammation. 

17 So I take some issue with that. But what the Examiner has done, I 

18 submit, is, first of all, reject the previous Examiner's conclusion that delayed 

19 onset muscle soreness, DOMS, is different from pain caused by 

20 inflammatory disease. And also rejects the evidence of Doctors Clement 

2 1 and Hershler, that physicians would not expect that a treatment for delayed 

22 onset muscle soreness would also successfully treat inflammatory diseases, 

23 such as gout, infective or rheumatoid arthritis. 

24 Therefore, the Appellant submits that the current Examiner has 

25 misunderstood, or, at least, oversimplified the difference between delayed 
26 
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1 onset muscle soreness and pain from inflammatory disease, such as arthritis. 

2 And I point back to the evidence of Doctors Clement and Hershler. 

3 I would argue that the evidence of Doctors Clement and Hershler 

4 should be preferred to the opinion of the Examiner. And while both DOMS 

5 and inflammatory disease, like arthritis, involve inflammation, I would 

6 submit it is the cause of the pain which is completely different, as explained 

7 by Dr. Clement. And that, I would submit, is the fundamental difference, 

8 mainly the cause or source of the pain, as described by Dr. Clement, rather 

9 than the fact that inflammation is involved in both. And that, I would 
10 submit, is being currently ignored by the Examiner. 



1 1 The claims are about treating pain, not treating inflammation, and the 

12 difference between muscle soreness and arthritis highlights that difference. 

13 And those are all my submissions. 

14 JUDGE O'NEILL: Okay. Well, our time is running near. 

15 Judge Saindon, do you have any further questions? 

16 JUDGE SAINDON: I do not. 

17 JUDGE O'NEILL: Judge Silverberg, do you have any further 

18 questions? 

19 JUDGE SILVERBERG: No, sir. 

20 JUDGE O'NEILL: I do not have any further questions, sir. So we 

21 will take all your comments under advisement. Do you have anything to 

22 close with? 

23 MR. GREEN: I do not. Thank you very much for your time. 

24 JUDGE O'NEILL: Okay, thank you, sir. Bye-bye. 

25 MR. GREEN: Thank you. 

26 (Whereupon, the proceedings, at 1:48 p.m., were concluded.) 
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